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It can be seen particularly from FIGS. 14 and 15 that, for the insertion 
configuration illustrated in FIG. 1 5, the sidewall 237 that is substantially rigid in a region 
about plate member 224 and flexible at least in a distal flange region (inside the patient) 
spaced from flexible plate member 224, the flexible member (224) and the at least 
partially flexible wall 237 are folded into a compact configuration wherein the at least 
partially flexible wall 237 has a compressible cross-sectional dimension. Additionally, 
the compressible cross-sectional dimension along the longitudinal axis of the at least 
partially flexible wall 237 is less than a dimension of the incision in a patient where the at 
least partially flexible wall 237 extends at least partially through the incision in a patient. 

Thus support is found for the limitations of claims 17 and 21 of "...wherein , for 
the insertion configuration, the flexible member and the at least partially flexible wall are 
folded into a compact configuration wherein the at least partially flexible wall has a 
compressible cross-sectional dimension, said compressible cross-sectional dimension 
along the longitudinal axis of said at least partially flexible wall being less than a 
dimension of the incision in a patient where said at least partially flexible wall extends at 
least partially through the incision in a patient." 

No new matter has been added by the amendments to claims 17 and 21 . 

Applicant respectfully calls to the Examiner's attention that claim 51 has been 
amended to recite the following: "An instrument holder assembly comprising: an annular 
body member; and a plurality of tapered funnel-shaped port elements each defining a 
plurality of cross-sectional diameters and each of said plurality of tapered funnel-shaped 
port elements connected to said body member and extending proximally in a common 
direction therefrom , the taper of each of said tapered funnel-shaped port elements 
decreasing the plurality of cross-sectional diameters in the proximal direction." 

Support for the amendment to claim 51 is found in FIG. 16, reproduced above, and 
in the specification on page 25, lines 1-7, wherein the following is disclosed: 

FIG. 1 6 depicts another instrument or cannula holder 250 for the insertion of 
multiple laparoscopic instruments into a patient through a single aperture in the 
abdominal wall of the patient. Instrument or cannula holder 250 includes a flared 
annular body member 252 provided at one end with a plurality of tapered or 
funnel-shaped introduction ports 254. Ports 254 include apertures 256 for the 
introduction of laparoscopic instruments as discussed hereinabove. 
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In conjunction with the foregoing disclosure of the specification and FIG. 1 6, it can be 
seen that the plurality of tapered funnel-shaped port elements 254 each define a plurality 
of cross-sectional diameters and each of the plurality of tapered funnel-shaped port 
elements 254 connected to the body member 252 extend proximally in a common 
direction therefrom (i.e., vertically upward in FIG. 16). The taper of each of the tapered 
funnel-shaped port elements 254 decreases the plurality of cross-sectional diameters in the 
proximal direction. 

Thus no new matter has been added by the amendment to claim 51 . 

Claim Objections 

Claims 17 and 21 stand objected to because of informalities. The Examiner 
indicates that the Applicant refers to "an instrument holder assembly", and then refers to a 
"holder assembly". The Examiner advises the Applicant to be consistent with all 
terminology and limitations throughout all claims. 

In response, in addition to the Examiner's specific example, the Applicant has 
amended claims 1 7, 1 8, 20, 22-25, 29, 34, 36, 44, 45, 46, 49 and 50 such that all 
occurrences of "holder" or "holder assembly" are referred to as "instrument holder 
assembly" and/or such that all occurrences of "wall" are referred to as "at least partially 
flexible wall", as appropriate, for consistency with the terminology of claims 1 7 and 21 . 

Thus, no new matter has been added by the amendments to claims 17, 18, 20, 22- 
25, 29, 34, 36, 44, 45, 46, 49 and 50. 

Rejections Over the Prior Art under 35 U.S.C. S102 
A. 35 U.S.C. 8102(a) 

Claims 17-18, 20-25, 29, 34, 41-43 and 46-48 stand rejected under 35 U.S.C. 
§ 102(a) allegedly as being anticipated by U.S. Patent No. 6,55,371 to Dorn. 

With respect to claim 1 7, the Examiner asserts in part that Dorn discloses an 

instrument holder assembly wherein the flexible member and the flexible walls are 

configured so as to enable the instrument holder assembly, for the insertion configuration, 

to be folded into a compact configuration for the insertion of the holder assembly at least 

partially through the incision in a patient. The Examiner notes that the words 

"configured", "to enable" and "to be" in the claims may be properly be interpreted as 
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"capable of, and "capable of does not require that the reference actually teach the 
intended use of the element, but merely that the reference does not make it so it is 
incapable of performing the intended use. It has been held that the recitation that an 
element is "capable of performing a function is not a positive limitation but only requires 
the ability to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchison, 69 USPQ 138. 

With regard to claim 21, the Examiner asserts that Dom discloses an instrument 
holder assembly wherein the wall has two end portions extending as perimetrical flanges 
to the flexible member, the end portions extending in opposite directions away from the 
flexible member (see FIG. 6). The Examiner further asserts that all other limitations of 
claim 21 are substantially similar to those of claim 17 and rejected as seen above. 

In response, Applicant respectfully calls to the Examiner's attention that claims 17 
and 21 each have been amended to recite inter alia "...wherein , for the insertion 
configuration, the flexible member and the at least partially flexible wall are folded into a 
compact configuration wherein the at least partially flexible wall has a compressible 
cross-sectional dimension, said compressible cross-sectional dimension along the 
longitudinal axis of said at least partially flexible wall being less than a dimension of the 
incision in a patient where said at least partially flexible wall extends at least partially 
through the incision in a patient." 

Applicant respectfully submits that the holder assembly 10 in FIGS. 1-5 and 
holder assembly 100 in FIG. 6 of the Dorn reference has dimensions in all cases such that 
the casing 1 8 of the connecting member 1 6 of FIGS. 1 , 4, 5 and the casing 10 4 of 
connecting member 102 have an outer dimension that exceeds the dimension of the 
incision of the patient as represented by the diameter of the shaft 28 in the abdominal wall 
42 in FIGS. 1 and 6. 

Thus the Dorn reference fails to disclose, teach or suggest each and every 
limitation of claims 1 7 and 2 1 , as amended, as described above. Thus claims 1 7 and 2 1 
are allowable over the Dorn reference. 

Claims 1 8, 20, 22-25, 29, 34, 41-43 and 46 depend directly or indirectly from 
claim 17. Thus, claims 18, 20, 22-24, 29, 34, 41-43 and 46 contain all of the limitations 
of claim 17. Therefore, for at least the reasons that claim 17 is allowable, claims 18, 20, 
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22-24, 29, 34, 41-43 and 46 are also allowable. 

Claims 47-48 depend directly from claim 21 . Thus, claims 47-48 contain all of the 
limitations of claim 21. Therefore, for at least the reasons that claim 21 is allowable, 
claims 47-48 are also allowable. 

Applicant respectfully submits that the rejection of claims 17-18, 20-25, 29, 34, 
41-43 and 46-48 under 35 U.S.C. § 102(a) allegedly as being anticipated by Dorn should 
be withdrawn. 

B. 35 U.S.C. S102fe) 

Claims 17-18, 20-21, 24-25, 29, 34 and 41-50 stand rejected under 35 U.S.C. 

§ 102(e) allegedly as being anticipated by U.S. Patent No. 7,008,377 to Beane et al. 

With respect to claim 1 7, the Examiner asserts in part that the Beane et al. 
reference, in col. 6, lines 25-26, discloses an instrument holder assembly wherein the 
flexible member and the flexible walls are configured so as to enable the instrument 
holder assembly, for the insertion configuration, to be folded into a compact configuration 
for the insertions of the holder assembly at least partially through the incision in a patient. 
The Examiner asserts that furthermore, it is noted that the words "configured", "to enable" 
and "to be" in the claims may be properly interpreted as "capable of and "capable of 
does not require that the reference actually teach the intended use of the element, but 
merely that the reference does not make it so it is incapable of performing the intended 
use. It has been held that the recitation that an element is "capable of performing a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

With respect to claim 21, the Examiner asserts that Beane et al. disclose an 
instrument holder assembly wherein the wall has two end portions extending as 
perimetrical flanges to the flexible member, the end portions extending in opposite 
directions away from the flexible member (see FIG. 9). All other limitations of claim 21 
are substantially similar to those of claim 1 7 and rejected as seen above. 

In response, Applicant respectfully calls to the Examiner's attention that claims 1 7 
and 21 each have been amended to recite inter alia "...wherein , for the insertion 
configuration, the flexible member and the at least partially flexible wall are folded into a 
compact configuration wherein the at least partially flexible wall has a compressible 
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cross-sectional dimension, said compressible cross-sectional dimension along the 
longitudinal axis of said at least partially flexible wall being less than a dimension of the 
incision in a patient where said at least partially flexible wall extends at least partially 
through the incision in a patient." 

Applicant respectfully submits that the surgical access port 62 in FIGS. 1-4, 
wound retractor 200 in FIG. 5, 6A, 6B, sealing sleeve 101 in FIGS. 7A-7B, wound 
retractor 200 in FIG. 8, wound retractor 224 in FIG. 9, wound retractor 300 in FIGS. 10- 
12 and wound retractor 130 in FIG. 13 of the Beane et al. reference each have dimensions 
in all cases that exceed the dimension of the incision of the patient as represented by the 
diameter of the incision 50 in the abdominal wall 52 in FIGS. 1-13. 

Thus the Beane et al. reference fails to disclose, teach or suggest each and every 
limitation of claims 1 7 and 2 1 , as amended, as described above. Thus claims 1 7 and 2 1 
are allowable over the Beane et al. reference. 

Claims 18, 20, 24, 25, 29, 34 and 41-46 depend directly or indirectly from claim 
17. Thus, claims 18, 20, 24, 25, 29, 34 and 41-46 contain all of the limitations of claim 
1 7. Therefore, for at least the reasons that claim 1 7 is allowable, claims 1 8, 20, 24, 25, 
29, 34 and 41-46 are also allowable. 

Claims 47-50 depend directly or indirectly from claim 21 . Thus, claims 47-50 
contain all of the limitations of claim 2 1 . Therefore, for at least the reasons that claim 2 1 
is allowable, claims 47-50 are also allowable. 

Applicant respectfully submits that the rejection of claims 17-18, 20-21, 24-25, 29, 
34 and 41-50 under 35 U.S.C. §102(e) allegedly as being anticipated by Beane et al. 
should be withdrawn. 

Rejections Over the Prior Art under 35 U.S.C. S103fa) 

Claims 32 and 36 stand rejected under 35 U.S.C. § 103(a) allegedly as being 

unpatentable over U.S. Patent No. 6,558,371 to Dorn in view of U.S. Patent No. 6,042,573 
to Lucey. 

In response, Applicant respectfully submits that claims 32 and 36 each depend 
directly from claim 1 7 and thus each contain the limitations of claim 1 7, which has been 
shown above to be allowable over the Dorn reference. 
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The Lucey reference discloses only in FIG. 7 and in col. 5, lines 50-57, as cited by 
the Examiner, a valve assembly 84 in which an iris shutter 86 is used to close off a tube 
88. A lower ring 66 s fixedly attached to the tube 88. A motor 62 actuates an upper ring 
64 of the iris shutter 86, causing a flexible sheath 68 to twist and conform to the 
implement. While the iris shutter 86 is shown as being displaced a distance away from the 
patient 12, the iris shutter may also be used at the level of the incision 13. 

Thus, the Lucey reference fails to disclose the limitations of claims 1 7 and 2 1 of 
"...wherein, for the insertion configuration, the flexible member and the at least partially 
flexible wall are folded into a compact configuration wherein the at least partially flexible 
wall has a compressible cross-sectional dimension, said compressible cross-sectional 
dimension along the longitudinal axis of said at least partially flexible wall being less than 
a dimension of the incision in a patient where said at least partially flexible wall extends 
at least partially through the incision in a patient." 

The valve assembly 84 of Lucey does not have a compressible cross-sectional 
dimension and is not folded into a compact configuration. As a result, the Lucey 
reference fails to cure the deficiencies of the Dorn reference with respect to claims 1 7 and 
21 , as amended. Neither the Dorn reference nor the Lucey reference, taken alone or in 
combination, discloses, teaches or suggests the limitations of claims 1 7 and 21 . Even if 
one of ordinary skill in the art were somehow motivated to combine the Lucey reference 
with the Dorn reference, the hypothetical device resulting from such a combination would 
not yield the instrument holder assemblies of claims 1 7 or 2 1 , or the advantages thereof. 

Consequently, Applicant respectfully submits that the rejection of claims 32 and 
36 under 35 U.S.C. § 103(a) allegedly as being unpatentable over Dorn in view of Lucey 
should be withdrawn. 

Claim 51 stands rejected under 35 U.S.C. § 103(a) allegedly as being unpatentable 
over U.S. Patent No. 5,540,648 to Yoon in view of U.S. Patent No. 6,238,373 to de la 
Torre et al. 

With respect to claim 5 1 , the Examiner asserts that Yoon, in FIG. 1 and col. 4, 
lines 20-25, discloses an instrument holder assembly comprising an annular body member 
12; and a plurality of port elements 18 connected to the body member and extending in a 
common direction therefrom. 
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The Examiner concedes that Yoon is silent with respect to the port elements 
having a tapered funnel shape. The Examiner asserts however that de la Torre et al., in 
FIGS. 5-6, 8-1 1 and 16-18, teach of an analogous instrument holder assembly 10 wherein 
the holder has a tapered funnel shape. The Examiner further asserts that it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
construct the port elements of Yoon to be funnel shaped in order to assist a user with the 
insertion of an instrument therethrough and provide better stabilization of the instrument 
during use as taught by de la Torre et al. 

In response, Applicant respectfully submits that neither the Yoon reference nor the 
de la Torre et al. reference, taken alone or in combination, discloses, teaches or suggests 
the limitations of claim 51, as amended, of an instrument holder assembly comprising: an 
annular body member; and a plurality of tapered funnel-shaped port elements each 
defining a plurality of cross-sectional diameters and each of said plurality of tapered 
funnel-shaped port elements connected to said body member and extending proximallv in 
a common direction therefrom , the taper of each of said tapered funnel-shaped port 
elements decreasing the plurality of cross-sectional diameters in the proximal direction . 

The instrument holder assembly 10 of de la Torre et al., while having a tapered 
funnel shape, is not connected a body member, and does not extend proximally in a 
common direction from the body member, the taper of the funnel-shaped port does not 
decrease the plurality of cross-sectional diameters in the proximal direction, as required by 
claim 51. 

In contrast to the Examiner's perspective of providing greater stabilization of 
instrument during use, the plurality of tapered funnel-shaped port elements each defining a 
plurality of cross-sectional diameters and each of said plurality of tape red funnel-shaped 
port elements connected to said body member and extending proximallv in a common 
direction therefrom , the taper of each of said tapered funnel-shaped port elements 
decreasing the plurality of cross-sectional diameters in the proximal direction , are 
advantageous in that surgical instruments inserted therethrough are thus provided with more 
maneuverability and are less likely to become inadvertently stuck in position within the tapered 
port elements. 

Thus the de la Torre et al. reference fails to cure the deficiencies of the Yoon 
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reference with respect to claim 5 1 . Neither the Yoon reference nor the de la Torre 
reference, taken alone or in combination, discloses, teaches or suggests the limitations of 
claim 51. Even if one of ordinary skill in the art were somehow motivated to combine the 
Yoon reference with the de la Torre reference, the hypothetical device resulting from such 
a combination would not yield the instrument holder assembly of claim 5 1 , or the 
advantages thereof. 

Consequently, Applicant respectfully submits that the rejection of claim 51 under 
35 U.S.C. § 103(a) allegedly as being unpatentable over Yoon in view of de la Torre 
should be withdrawn. 
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CONCLUSION 

In view of the foregoing amendments and remarks, reconsideration of the 
application and allowance of all pending claims, i.e., Claims 17, 18, 20-25, 29, 32, 34, 36 
and 41-51, are earnestly solicited. 

Should the Examiner believe that a telephone interview may facilitate prosecution 
of this application, the Examiner is respectfully requested to telephone Applicant's 
undersigned representative at the number indicated below. 

Please charge any deficiency as well as any other fee(s) that may become due 
under 37 C.F.R. § 1.16 and/or 1.17 at any time during the pendency of this application, or 
credit any overpayment of such fee(s), to Deposit Account No. 50-2140 . 



Carter, DeLuca, Farrell & Schmidt, LLP David M. Carter 

445 Broad Hollow Road Reg. No. 30,949 

Suite 420 Applicant's Attorney 
Melville, New York 11747 
Telephone No. (631) 501-5700 
Facsimile No. (631) 501-3526 

Correspondence Address: 

COVIDIEN 

IP Legal 

60 Middletown Avenue 
North Haven, CT 06473 
Telephone No. (203) 492-8080 
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CONCLUSION 



In view of the foregoing amendments and remarks, reconsideration of the 
application and allowance of all pending claims, i.e., Claims 17, 18, 20-25, 29, 32, 34, 36 
and 41-51, are earnestly solicited. 

Should the Examiner believe that a telephone interview may facilitate prosecution 
of this application, the Examiner is respectfully requested to telephone Applicant's 
undersigned representative at the number indicated below. 

Please charge any deficiency as well as any other fee(s) that may become due 
under 37 C.F.R. § 1.16 and/or 1.17 at any time during the pendency of this application, or 
credit any overpayment of such fee(s), to Deposit Account No. 21-0550. 
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Carter, DeLuca, Farrell & Schmidt, LLP 

445 Broad Hollow Road 
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Reg. No. 30,949 
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